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DETAILED ACTION 
Response to Arguments 

Applicant's arguments with respect to claims 1, 3, 5-15, 17-18, 21-25, 27-30, 32- 
34, 36-41 , 43, 61-66 and 68-70 have been considered but are moot in view of the new 
ground(s) of rejection. 

In regards to newly amended claims 11-15, 21-25 and 27-30, the recitation "and 
an artificial spinal disc" has not been given patentable weight because the recitation 
occurs in the preamble. A preamble is generally not accorded any patentable weight 
where it merely recites the purpose of a process or the intended use of a structure, and 
where the body of the claim does not depend on the preamble for completeness but, 
instead, the process steps or structural limitations are able to stand alone. See In re 
Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 
152, 88 USPQ 478, 481 (CCPA 1951). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3 and 5-6 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. It is unclear what is meant to be claimed by 
the limitation "wherein the artificial spinal disc comprises a core disposed between two 
plates and wherein one of the two plates is removed prior to being coupled with the 
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structure." Is it intended to be, e.g., a product by process limitation, or is the plate put 
back on once the disc is coupled to the structure, etc? 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b)the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3, and 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Downey (5,147,404) as cited in Applicant's IDS. Downey discloses a spinal implant 
system, comprising: a vertebral prosthesis and an endplate, and an artificial spinal disc 
threaded into a recess on the endplate (Fig. 2). 

Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Butterman (5,827,328). A spinal implant system (e.g. FIG. 7), comprising: a vertebral 
prosthesis (78) having a support and an endplate, and an artificial spinal disc (82) 
coupled to the endplate that comprises a core between two plates. 

Please note the 1 12 rejection supra in regards to the product by process 
limitation, which can be interpreted in several ways. 

Claims 11, 13-15, 17, 21, 23-25, 27, and 29-30 are rejected under 35 
U.S.C. 102(b) as being anticipated by Rabbe et al. (5,702,453) as cited in Applicant's 
IDS. Rabbe et al. discloses a spinal implant system, comprising: a vertebral prosthesis 
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having a support and an endplate, wherein the support is adjustable to change the 
height of the vertebral prosthesis (Fig. 3); screw retainer (e.g. 46) and a pedicle screw 
(e.g. 5). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7-9, 11, 13-15, 17, 21, 23-25, 27, 29-30, 32-34, 36, 38-41, and 61 -62 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Rabbe et al. (5,702,453) in 
view of Downey (5,147,404) as cited in Applicant's IDS. Rabbe et al. discloses a spinal 
implant system as above. However, Rabbe et al. does not disclose the implant coupled 
to an artificial disc. Downey teaches the use of an artificial disc coupled to a vertebral 
prosthesis (e.g. col. 3, lines 55-65). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to combine the teaching of an artificial 
disc of Downey, to the vertebral prosthesis of Rabbe, so that "relatively little, if any 
flexibility is lost" as found in Downey (col. 2, lines 48-57). 

Claims 61-65 and 68-69 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Strnad et al. (6,296,665) in view of Downey (5,147,404) as cited in 
Applicant's IDS. Strnad et al. discloses a spinal implant system (Figs. 8a-9), comprising: 
a vertebral prosthesis having a support and an endplate, wherein the support is 
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adjustable by sliding and uses a locking ring (110), a pedicle screw and retainer (202). 
However, Strnad et al. does not disclose the implant coupled to an artificial disc. 
Downey teaches the use of an artificial disc coupled to a vertebral prosthesis (e.g. col. 
3, lines 55-65). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to combine the teaching of an artificial disc of Downey, to 
the vertebral prosthesis of Strnad et al., so that "relatively little, if any flexibility is lost" as 
found in Downey (col. 2, lines 48-57). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas C. Barrett whose telephone number is (571) 
272-4746. The examiner can normally be reached Tuesday-Friday between 9:00 A.M. 
and 6:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571) 272-4754. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9306 for regular communications. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Thomas Barrett 
Examiner 
Art Unit: 3738 



